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DETAILED ACTION 

Receipt is acknowledged of the applicant's Oath or Declaration filed on 
4/23/2004. Receipt is also acknowledged of applicant's Information Disclosure 
Statement filed on 6/23/2004. 

Priority 

Applicant has not complied with one or more conditions for receiving the benefit 
of an earlier filing date under 35 U.S.C. 1 1 9 (b) as follows: Applicant failed to provide 
an English translation of foreign applications JP 2002-275598 and JP 2003-105676. As 
such, the priority date of the instant application is interpreted as being 9/17/2003. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 



(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claims 1-5, 7-15 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Okuda et al (Biotechnol. Bioeng. 2003 Oct 20;84(2): 187-94). 

Okuda et al disclose a nanoparticle comprising a metal ion compound that is 
formed in the cavity of a protein (abstract). A method for producing said nanoparticle is 
also disclosed (abstract and pages 188-192). According to Okuda et al., the method of 
producing said nanoparticle comprises incubating a protein, apoferritin, in a nickel or 
chromium solution containing carbon dioxide (abstract). It is also advantageous to add 
other chemicals to the solution, such as sodium carbonate (page 192) and ammonium 
iron sulfate (page 190). The pH of the solution can be maintained at a pH of 8.65 
(abstract). Other values pH values, specifically between pH 8 and 9, can be used to 
prepare the nanoparticle (page 189-190). 

Claims 14 and 15 are product-by-process claims. As such, claims 14 and 15 will 
be treated as product claims and not as method claims. By disclosing a nanoparticle 
comprising a metal ion compound that is formed in the cavity of a protein, the 
composition advanced by Okuda et al anticipates the instant claims 14 and 15 
(abstract). 

Claims 14-15 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
Patent 5,690,903 ('903). 
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Claims 14 and 15 are product-by-process claims. As such, claims 14 and 15 will 
be treated as product claims and not as method claims. By disclosing a nanoparticle 
comprising a metal ion compound that is formed in the cavity of a protein, the 
composition advanced by '903 anticipates the instant claims 14 and 15 (column 2, line 
62 - column 3, line 3 and Figures 1-11). 

Claims 14-15 are rejected under 35 U.S.C. 102(b) as being anticipated by WO 
98/22942 ('942). 

Claims 14 and 15 are product-by-process claims. As such, claims 14 and 15 
will be treated as product claims and not as method claims. By disclosing a 
nanoparticle comprising a metal ion compound that is formed in the cavity of a protein, 
the composition advanced by '942 anticipates the instant claims 14 and 15 (page 5, 
lines 6-27). 

Claims 1-3, 5-11, 14-15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Patent 5,304,382 ('382). 

'382 disclose nanoparticles comprising an apoferritin protein shell packed with 
polyvalent metals, such as ammonium, chromium, and copper (column 4, line 54 - 
column 5, line 15). Other chemical entities, such as carbonate and mixtures of 
hydroxides and oxides can also be present in the apoferritin protein shell (column 5, 
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lines 7-15). Said nanoparticles can be prepared by combining the apoferritin protein 
shell together with metal ions or other chemical entities such as carbonate and mixtures 
of hydroxides and oxides in a solution (column 6, lines 51-67). The solution can be 
buffered with compounds such as HEPES or ammonium acetate (column 6, lines 51- 
55). According to '382, choice of the pH solution is influenced by the solubility of the 
material to be incorporated into apoferritin (column 6, lines 64-67). One of ordinary skill 
in the art at the time the invention was made would have the capacity to adjust the pH of 
the solution based on the specific application. 

Claims 14-15 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
Patent 5,358,722 (722). 

Claims 14 and 15 are product-by-process claims. As such, claims 14 and 15 
will be treated as product claims and not as method claims. By disclosing a 
nanoparticle comprising a metal ion compound that is formed in the cavity of a protein, 
the composition advanced by 722 anticipates the instant claims 14 and 15 (claims 1-5). 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David L. Vanik whose telephone number is (571) 272- 
3104. The examiner can normally be reached on Monday-Friday 8:30 AM - 5:00 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman Page can be reached on (571) 272-0602. The fax phone number 
for the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



David Vanik 
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